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IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF ILLINOIS
EASTERN DIVISION

ULINE, INC.,
Plaintiff,
v. No. 04 C 1954

JIT PACKAGING, INC.,

Defendant.
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MEMORANDUM OPINION AND ORDER

Plaintiff Uline, Inc. (“Uline”) and defendant JIT Packaging,
Inc. {M™JIT”) are competitors in the packaging and shipping
materials business. A dispute arose between them concerning a

marketing strategy JIT used to favorably compare its products and
prices tc those of Uline. JIT sued Uline in Illincis state court,
and Uline brought claims against JIT in this court alleging JIT
engaged in unfair competition, vioclated the Illinois Deceptive
Trade Practices Act and the Illinois Consumer rraud and Deceptive
Business Practices Act, and committed trademark infringement. JIT,
in turn, dismissed its I1linois state court action and brought
counterclaims against Uline before this court that include (I)
tortious interference with contract; (II) tortious interference
with prospective economic advantage; (111) defamation per se; (IV)
commercial disparagement; (V) unfair competition; and (V1)

deceptive trade practices and consumer fraud and deceptive business
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practices. Uline seeks summary judgment on these counterclaims,
I grant that motion.
I.

Summary judgment is appropriate where the record shows that
there is no genuine issue of material fact and that the moving
party is entitled to judgment as a matter of law. Lexington Ins.
Co. v. Rugg & Knopp, 165 F.3d 1087, 1090 (7th Cir. 1999); FED. R.
Criv. P. 56(c). I must construe all facts in the light most
favorable to the non-moving party and draw all reasonable and
justifiable inferences in favor of that party. Anderson V. Liberty
Lobby, Inc., 477 U.S. 242, 255 (1986).

IT.

The undisputed facts in this case are as follows: In February
of 2004, JIT entered intc agreements with Google, Inc. (“Goocgle”)
and Overture Services, Inc. (“Overture”) to use their online
advertising services. The parties both characterize these
agreements as “contracts.” Both Google and Overture offer a
service in which their customers may arrange for their
advertisements to appear on Google and/or Overture’s websites in
response to a user’s search query (for example, a user of Google’s
website who enters a search for “books” might be directed tc a
webpage listing advertisements for boocksellers). For Overture,
these advertisements are called “Sponsored Listings”; Google calls

its advertising program “Adwords.”
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As part of these agreements, JIT agreed to certain terms and
conditions included in various documents. JIT’s agreement with
Google included terms set forth in Google’s “Editcrial Guidelines
for Online Advertising” (“editorial guidelines”), Trademark Policy,
and Trademark Complaint Procedure. Google'’s editorial guidelines
with respect to “Ad Content” state:

As a business, Google must make decisions
about where we draw the line in regards to the
advertising we accept. We, therefore, may not
accept ads or keywords containing or relating
to certain products or services. We reserve
the right toc exercise editorial discretion
when it comes to the advertising we accept on
our site, as noted in our advertising terms
and conditions.

Google’s editorial guidelines also direct advertisers that “[i]f
your ad text contains comparative language regarding competitors,
support for this claim must be displayed” on the website to which
the advertisement directs customers.

The “Trademark Complaint Procedure” that Google has adopted
specifically states, with respect to trademark complaints for
United States trademarks:

When we receive a complaint from a trademark
cwner, we will only investigate whether the
advertisements at issue are using terms
corresponding to the trademarked term in an
advertisement’s content. If they are, we will
require the advertiser to remove the
trademarked term from the content of the ad

and will prevent the advertiser from using the
trademarked term in ad content in the future.
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That policy also sets forth a procedure for trademark owners to
follow if they “have an objection to an advertiser’s use of a term
corresponding to your trademark in ad content that is consistent
with the foregoing.” The policy directs that such trademark owners
“please provide the following information in a signed letter on
company stationary” and sets forth certain information a trademark
owner should provide.

JIT's agreement with Overture is governed by Overture’s
“pdvertiser Master Services Terms and Conditions,” (“advertiser
terms”) and “Program Terms.” The advertiser terms include a
provision concerning Overture's acceptance of propcsed “Sponsored
Listings” that states:

Overture reserves the right to truncate, edit,

refuse, reject or remove any listing at 1its
discretion at any time. Overture does not
guarantee that your listings will be placed in or
avallable through [Overture’s websites], and

Overture reserves the right not to place your
listings and to stop placing or to remove your
listings at any time £for any reason. Final
decision as to inclusion, relevancy, placement and
the like will be at Overture’s sole discretion.
The advertiser terms also include a section entitled “Your Site”
that provides that “you” {the advertiser] represent, warrant and
covenant that: (i) all information you provide in connection with
the Agreement and on your Web site is, and will be updated to
remain, current and accurate.” This is followed later Dby a

“rermination” section specified that “Overture may, in its sole

discretion, . . . discontinue or suspend your participation in all
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or part of any Program.”’ Reasons for suspension “may include,
without limitation, if Overture believes that you violated the
Agreement or other policies or guidelines of Overture.”

Overture also has a trademark policy and procedure (entitled
“Raising Trademark Concerns about Precision Match™ Listings”) that
provides:

Advertisers sometimes bid on search terms that

are the trademarks of others. For bids on

search terms in Overture’s Precision Match

service, Overture requires advertisers to

agree that their search terms, their listing

titles and descriptions, and the content of

their Web sites do not violate the trademark

rights c¢f others.
This policy also states that users may only bid on search terms
that are trademarked by another party if the advertiser presents
content on its website that “refers to the trademark or its owner
or related product in a permissible nominative manner without
creating a likelihood of consumer confusion (for example,
comparative advertising, sale of a product bearing the trademark,
or commentary, criticism or other permissible infcrmation about the
trademark owner . . . ).” Overture directs customers who “have a
concern that a search term associated with an advertiser’s listing

is an improper use of a term that is a trademark” to provide

certain information “[i}n order to assist Overture in expediticusly

'This secticn defines “termination, suspensicn cr
discontinuation” to include “without limitation, removal of your
listings.”



